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The consequences of the withdrawal of the UK from the European Union in the field of
Trademarks and Community Designs
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As its generally known, the formal
withdrawal of United Kingdom from the
European Union and the European Atomic
Energy Community on February 1st 2020, its
likely to represent an unavoidable and, in
certain cases, insuperable hurdle on many
rights that have been framed under Union
Law.

Unlike those, this seems to not be the case for Intellectual Property Rights (“IP Rights”) granted on
the European Union, which deserved their own title on the UK Withdrawal Agreement with
provisions focuses on its impact on IP Rights already granted by the European Intellectual Property
Organization (“EUIPO”), namely Trademarks and Designs. Regarding those Rights, quoting Michel
Barnier (Head of Task Force for Relations with the UK) we could say that the “Withdrawal Agreement
creates legal certainty where Brexit created uncertainty.”.

After the transition period (December 31st 2020) the Regulation (EU) 2017/1001 of the European
Parliament and of the Council of 14 June 2017 (on the European Union trademarks) and the Council
Regulation (EC) No 6/2002 of 12 December (on community designs), are no longer applicable on the
UK territory, which means that, after that period, any Right granted or application pending will only
cover EU Member states. Consequently, all existing seniority claims based on national trademark
rights in the UK and unregistered community designs made available to the public in the UK, will
cease to have an effect in the European Union.

Considering this, what will happen to IP Rights registered before and during the transition
period?

All the European Union trademarks or designs registered before December 31st, 2020 will become,
without any re-examination, a registered and enforceable trademark or design in the UK, under the
law of the United Kingdom. Furthermore, those Rights will maintain the renewal date in accordance
with Union law. This transition process is to be carried out free of charge by the UK Intellectual
Property Office and Parties are not required to introduce an application or to undertake any
administrative procedure in the United Kingdom.
On the other hand, holders of IP Rights based in UK will maintain those Rights and its ownership will
be regulated in the EU under Spanish Law, unless they have an effective establishment in a EU
Member State, in which case the law of that EU Member State will apply.

As for international IP Rights pursuant to the Madrid System (trademarks) or the Hague System
(designs) article 56 requires the UK to take measures to grant national registration for all the
international registered trademarks or designs that have obtained protection before the end of the
transition period.

What about the pending applications at the end of the transition period?

As for those, a similar protection is provided under Article 59(1) of the Withdrawal Agreement. The
provision establishes a priority right for applications filed for a European Union trademark or a
community design in accordance with Union law before the end of the transition period. This priority



right consists on a preference to file for the same IP Right, within 9 months from the end of the
transition period; this file will have the same filing date and priority date guaranteed by the EU rules.

Finally, one of the major changes regarding UK residents is that, after the transition period, all
entities based in UK will have to be represented in all proceedings in accordance with the
representation requirements imposed by EU Rules. This means that qualified legal representatives
in the UK no longer meet the requirements set by these EU Rules.

In view of the above, namely the solutions conferred to IP Rights registered before December 31st,
2020, we can almost certainly say that the UK Withdrawal Agreement provides the best possible
scenario for these IP Rights - especially trademark rights. Other less sensible solution would be
likely to cause an irreparable chasm between the EU market and the UK market, which would
undoubtedly result in a very severe aftermath for all entities operating in the EU and the UK.
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